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DETAILED ACTION 

1 . This Action is in response to Application Number 10/027704 received on 27 May 
2005. 

2. Claims 1 -3 and 22-32 are presented for examination. 

Claim Rejections - 35 USC §112 
The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claim 1 rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

4. Claim 1 recites the limitation, "and/or", making the claim indefinite. It is unclear to 
Examiner what is actually being indicated. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

Claims 1-3 and 22-32 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Friskel (U.S. Patent Number 6,839,737). 

5. Regarding claim 1 , Friskel disclosed a method for use at a server that is 
accessible by a plurality of email sending applications, said method comprising: 
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maintaining a table of statuses for a plurality of email addresses, wherein the 
table is searchable by email address, and wherein the status for each email address 
indicates current email message receiving and/or handling capability at said email 
address (Friskel, col. 3, lines 20-25); 

receiving an inquiry from a sender application regarding the status of a specified 
email address (Friskel, col. 6, lines 33-35); and 

in response to the inquiry, searching the table for and then transmitting the status 
for the specified email address (Friskel, col. 6, lines 40-48). 

6. Regarding claim 2, Friskel disclosed the limitations, substantially as claimed, as 
described in claim 1 , including wherein the status for the specified email address 
indicates if (1) the email address of the recipient email address is not valid or no longer 
valid, (2) the recipient email address is set in an auto-reply mode, or (3) the auto-reply 
mode for the recipient email address is not set (Friskel, col. 7, lines 25-30). 

7. Regarding claim 3, Friskel disclosed the limitations, substantially as claimed, as 
described in claim 1 , including the steps of: 

receiving updates to the statuses of the recipient email addresses on an ongoing 
basis (Friskel, col. 6, lines 5-10); and 

recording the updates in the table (Friskel, col. 6, lines 10-12). 
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8. Regarding claim 22, Friskel disclosed the limitations, substantially as claimed, as 
described in claim 1, including wherein the table is located in an email server (see 
Abstract, Friskel provides a messaging system server that manages and provides email 
status). 

9. Regarding claim 23, Friskel disclosed a method of alerting a user prior to the 
user sending an e-mail message, said method comprising: 

obtaining an indication that a user wishes to send an e-mail message to a 
designated e-mail address (Friskel, Fig 7, 700, col. 6, lines 30-35); 

in response to said indication, transmitting a request regarding a current 
availability of a recipient that is associated with the designated e-mail address (Friskel, 
col. 6, lines 5-10); 

receiving a reply that indicates the availability of the recipient at the designated e- 
mail address (Friskel, col. 6, lines 34-36); and 

alerting the user, prior to the user sending the e-mail message, if the reply 
indicates that the recipient is not currently available at the designated e-mail address 
(Friskel, col. 45-47, Fig. 7, 710 and 712, Figure 7 of Friskel shows the user being 
alerted of the email address status before sending an standard email message). 

10. Regarding claim 24, Friskel disclosed the limitations, substantially as claimed, as 
described in claim 23, including wherein the indication that the user wishes to send the 
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e-mail message comprises entry of the designated e-mail address as an intended 
recipient of the e-mail message (Friskel, Fig. 7, 700). 

1 1 . Regarding claim 25, Friskel disclosed the limitations, substantially as claimed, as 
described in claim 24, including wherein the request is transmitted as soon as the 
designated e-mail address, as entered, has been resolved (Friskel, Fig. 7, 706 and 
708). 

12. Regarding claim 26, Friskel disclosed the limitations, substantially as claimed, as 
described in claim 24, including wherein the request is transmitted automatically in 
response to entry of the designated e-mail address as an intended recipient of the e- 
mail message (Friskel, Fig. 7, 700, 702). 

13. Regarding claim 26, Friskel disclosed the limitations, substantially as claimed, as 
described in claim 24, including wherein the user is alerted that the recipient is not 
currently available at the designated e-mail address while the user still is composing the 
e-mail message (Friskel, col. 6, lines 45-47). 

14. Regarding claim 26, Friskel disclosed the limitations, substantially as claimed, as 
described in claim 23, including wherein the user is visually alerted that the recipient is 
not currently available at the designated e-mail address (Friskel, col. 6, lines 45-47). 
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15. Regarding claim 29, Friskel disclosed the limitations, substantially as claimed, as 
described in claim 23, including wherein the request is transmitted to a server that is 
known to maintain a database of current availability statuses for different e-mail 
addresses (Friskel, col. 6, lines 34-35). 

16. Regarding claim 30, Friskel disclosed the limitations, substantially as claimed, as 
described in claim 23, including wherein the reply indicates if (1) the email address of 
the recipient e-mail address is not valid or no longer valid, (2) the recipient e-mail 
address is set in an auto-reply mode, or (3) the auto-reply mode for the recipient e-mail 
address is not set (Friskel, col. 7, lines 25-30). 

17. Regarding claim 31 and 32, Friskel disclosed an apparatus for alerting a user, 
prior to the user sending an e-mail message, that the intended recipient is not currently 
available at a user-designated e-mail address, said apparatus comprising: 

a processor for executing stored program instruction steps (Friskel, col. 3, lines 
14-20); and 

a memory connected to the processor for storing the program instruction steps 

(Friskel, col. 4, lines 50-60), 

wherein the program instruction steps include steps of: 

obtaining an indication that a user wishes to send an e-mail message to a 

designated e-mail address (Friskel, Fig 7, 700, col. 6, lines 30-35); 
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in response to said indication, transmitting a request regarding a current 
availability of a recipient that is associated with the designated e-mail address (Friskel, 
col. 6, lines 5-10); 

receiving a reply that indicates the availability of the recipient at the designated e- 
mail address (Friskel, col. 6, lines 34-36); and 

alerting the user, prior to the user sending the e-mail message, if the reply indicates that 
the recipient is not currently available at the designated e-mail address (Friskel, col. 45- 
47, Fig. 7, 710 and 712, Figure 7 of Friskel shows the user being alerted of the email 
address status before sending an standard email message). 

Response to Amendment 

Applicant's arguments and amendments filed on 27 May 2005 have been 
carefully considered but they are not deemed fully persuasive: Applicant's arguments 
are deemed moot in view of the following new grounds of rejection as explained here 
below, necessitated by Applicant's substantial amendment (i.e., by incorporating new 
limitations into tine independent claims, and also including new claims which will require 
further consideration) to the claims which significantly affected the scope thereof. 

Applicant's arguments with respect to claims 1-3 and 22-32 have been fully 
considered but they are not persuasive. Applicant's arguments include the failure of 
previously applied art to expressly disclose the teachings of "maintaining a table of 
statuses for a plurality of email addresses, where the status for each email address 
indicates current email message receiving and handling capability at such email 
address [see Applicant's Response, page 8, first paragraph]. It is evident from the 
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mappings found in the above rejection that Friskel disclosed the teaching of a server 
that maintains a contacts file that contains a list of email addresses and their and their 
on-line status information (Friskel, col. 3, lines 12-14, 20-25, 30-33). 

Applicant's also argues "Friskel primarily is directed to techniques for facilitating 
two-way non-email communication upon receipt of an e-mail message" [see Applicant's 
Response, page 9, first paragraph]. However, as cited in the above rejection, Friskel 
gives the user an option to either send an email or chat in real time (Friskel, Fig. 7, 710 
and 712). Therefore, Friskel disclosed checking the status of a user, and based on that 
status, sending an email message, as disclosed in the claimed invention. 

Applicant's also argues that "the status information presented to an e-mail 
recipient in Friskel is qualitatively different than the status information of the present 
invention" [see Applicant's Response, page 9, second paragraph]. The status as 
currently disclosed "indicates current email message receiving and/or handling 
capability". The on-line status of the user of an email address, as disclosed in Friskel, 
indicates that the user is capable of receiving an email at that instant. 

As shown in the above rejection, Friskel disclosed a user requesting status of a 
specific email address from a server, the server keeping an updated list of email 
addresses and their statuses, the server responding to the user with the updated status 
of the specific email address, and the user being alerted of the status with a displayed 
message. By Friskel showing these limitations, Friskel clearly taught the independent 
claims of Applicant's claimed invention. 
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Applicant's arguments with respect to claims 1-3 and 22-32 are deemed moot in 
view of the following new grounds of rejection, necessitated by Applicant's amendment 
to the claims, which significantly affected the scope thereof. 

Furthermore, as it is Applicant's right to continue to claim as broadly as possible 
their invention, it is also the Examiner's right to continue to interpret the claim language 
as broadly as possible. It is the Examiner's position that the detailed functionality that 
allows for Applicant's invention to overcome the prior art used in the rejection, fails to 
differentiate in detail how these features are unique. As it is extremely well known in the 
networking art as already shown by Friskel as well as other prior arts of records 
disclosed, maintaining and providing the status of email addresses is taught as well as 
other claimed features of Applicant's invention. By the rejection above, the applicant 
must submit amendments to the claims in order to distinguish over the prior art use in 
the rejection that discloses different features of Applicant's claimed invention. 

It is the Examiner's position that Applicant has not yet submitted claims drawn to 
limitations, which define the operatipn and apparatus of Applicant's disclosed invention 
in manner, which distinguishes over the prior art. 

Failure for Applicant to significantly narrow definition/scope of the claims and 
supply arguments commensurate in scope with the claims implies the Applicant intends 
broad interpretation be given to the claims. The Examiner has interpreted the claims 
with scope parallel to the Applicant in the response and reiterates the need for the 
Applicant to more clearly and distinctly define the claimed invention. 

Conclusion 
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It is presumed that claim 32 invokes "means plus function" language and 
interpretation in accordance with 35 USC 112 sixth paragraph. In order to verify and 
ascertain the metes and bounds of the claimed invention, Applicant is requested to 
isolate the portion(s) of the specification which dictates the structure relied on for proper 
interpretation if this presumption is appropriate. 

Examiner's Note: Examiner has cited particular columns and line numbers in 
the references applied to the claims above for the convenience of the applicant. 
Although the specified citations are representative of the teachings of the art and are 
applied to specific limitations within the individual claim,* other passages and figures 
may apply as well. It is respectfully requested from the applicant in preparing 
responses, to fully consider the references in entirety as potentially teaching all or part 
of the claimed invention, as well as the context of the passage as taught by the prior art 
or disclosed by the Examiner. 

In the case of amending the claimed invention, Applicant is respectfully 
requested to indicate the portion(s) of the specification which dictate(s) the structure 
relied on for proper interpretation and also to verify and ascertain the metes and bounds 
of the claimed invention. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
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mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to J. Bret Dennison whose telephone number is (571) 272- 
.3910. The examiner can normally be reached on M-F 8:30am-5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David A Wiley can be reached on (571) 272-3923. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for . 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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Patent Examiner 
Art Unit 2143 
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